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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Before KIM.IN, JOHN D. SM TH and ONENS, Adninistrative Patent

Judges.

KIMLIN, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-
19, all the clainms in the present application. A copy of

illustrative claiml is appended to this decision.

! Application for patent filed June 28, 1994.
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The exam ner relies upon the follow ng references as
evi dence of obvi ousness:

Armstrong, Jr. 3, 935, 053 Jan. 27, 1976
Shimzu et al. (Shim zu) 5, 061, 550 Cct. 29, 1991

Epoxy Resins: Chemistry and Technol ogy pp. 683-91 and 1089-95
(Cayton A. May ed., 2d ed., Marcel Dekker, Inc.) (Muy)

Appel lant's clainmed invention is directed to an adhesive
conposition conprising (A) at |east one phenolic resole resin
and the reaction product of (B-1) at |east one difunctionally
epoxy resin, such as a bisphenol A epoxy resin, and (B-2) at
| east one conpound represented by the recited fornul ae, such
as resorcinol.

Appeal ed clains 1-7 stand rejected under 35 U.S.C. § 103
as being unpatentable over May. dains 8-11, 13, 15, 17 and
19 stand rejected under 35 U.S.C. 8 103 as being unpatentable
over Shimzu in view of May. In addition, clains 8-19 stand
rejected under 35 U . S.C. § 103 as bei ng unpat ent abl e over
Shim zu and May in further view of Arnstrong.

We have carefully reviewed the respective positions
advanced by appellant and the examner. |In so doing, we
concur with appellant that the prior art applied by the

examner fails to establish a prima facie case of obvi ousness
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for the clainmed subject matter. Accordingly, we wll not
sustain the exam ner's rejections.

W, |like appellant, do not agree with the exam ner that
May di scl oses a conposition conprising the clainmed reaction
product of a difunctional epoxy resin and a conpound enbraced
by the recited fornulae, e.g., resorcinol. May discloses a
reacti on product of a phenolic resole resin and a difuncti onal
epoxy resin, and further teaches that such conpositions may
al so contain an accel erator, such as resorcinol. My does not
di scl ose that the resorcinol accelerator reacts with the
di functional epoxy resin, but the exam ner naintains that "the
conposition[s] rmade obvious by May include 1) a bisphenol A
epoxy reacted with resorcinol” (page 9 of Answer). At page 6
of the Final Rejection, the exam ner nmakes the statenent that
"[1]n order to function as an accelerator to increase the
speed of reaction of epoxy resins, accelerators nust react
with the epoxy as required by the clains.” However, appell ant
notes at page 8 of the Brief that "the Exam ner does not offer
evi dence to support this proposition other than his own

statenent,” and, furthernore, appellant invites attention to

an anal ogous reaction disclosed in May wherein phenol is used
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to accel erate the opening of an epoxy ring (see May at page
298). According to appellant, the nmechani sm depicted by My
"i ndi cates that phenol does not react with the epoxy, but
rat her hydrogen bonds in the transition state as it is the
am ne which reacts with the epoxy" (page 8 of Brief).

Accordi ngly, since May does not disclose that resorcinol,
when used as an accelerator in an epoxy resin conposition,
reacts with the epoxy resin, and appell ant has substantively
refuted the examner's statenment that such a reaction takes
pl ace during acceleration, we look to the exam ner for a
response to appellant's refutation. However, the Exam ner's
Answer is silent on this crucial point. Consequently, based
on the record before us, we nust find that there is
insufficient evidence to support the exam ner's position.

The other references cited by the exam ner, Shim zu and
Arnstrong, do not renedy the noted deficiency of Muy.

I n concl usi on, based on the foregoing, we are constrained
to reverse the exam ner's rejections.

REVERSED

EDWARD C. KI M.I N )
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Adm ni strative Patent Judge

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
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TERRY J. OWENS )
Adm ni strative Patent Judge )
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Neil A. Duchez

Renner, Oto, Boisselle & Sklar
The Keith Bl dg.

1621 Euclid Ave., 19th Fl.

Cl evel and, OH 44115
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APPENDI X

1. An adhesive conposition, conprising:

(A at | east one phenolic resole resin; and

(B) t he product nade by reacting
(B-1) at least one difunctional epoxy resin, with
(B-2) at |east one conmpound represented by the

f or mul ae

(C] oL e

wherein in Formulae (1) and (11):

G T and Q are each independently functional groups
selected fromthe group consisting of COOH, CH SH NH, NHR,
(NHC(=NH) ) NH,, RCOOH, ROH, NR.,, C(O NHR!, RNR!,, RSH, ReNH,
and RPNHR:, wherein R' is a hydrocarbon group, R is an al kyl ene

or al kylidene group and mis a nunber in the range of 1 to
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about 4; T can also be R, OR' or SOCH,NH,; and Q can al so be

H.



